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Sir: 



1. ) I, Kai Desinger, am the named applicant of the above-identified application for 
patent. I am the sole inventor of the subject matter described and claimed in the above- 
identified application and I executed a Declaration to that effect, enclosed herewith. As 
stated in the Declaration, this application claims the benefit of priority under 35 U.S.C. § 
119 to PCX application EPOO/03146, filed April 8, 2000 and to German application DE 
19927650.1, filed June 17, 1999. 

2. ) I have been advised that the United States Patent & Trademark Office in an 
Office Action dated April 6, 2004 rejected certain claims of the above-identified 




application by applying the teachings of U.S. Pat. No. 6, 454,727 to Burbank (Burbank 
'727). The Burbank patent was filed on November 20, 1998. The Burbank patent claims 
priority to U.S. Pat. No. 6,331,166, filed April 8, 1998 and to U.S. provisional application 
60/076,973, filed March 3, 1998. 

3. ) Prior to March 3, 1998, 1 completed in Germany, a WTO member country, the 
invention described and claimed in claims 1-3 in this application. More particularly, 
prior to March 3, 1998, 1 conceived of and reduced to practice a surgical hollow probe 
for minimally invasive tissue removal, comprising an elongate hollow body, an opening 
in the region of the distal end of the hollow body for receiving tissue, and an electrically 
conductive ring-shaped or loop-shaped cutting element which can be extended from 
the hollow body and which can be applied to an HF-voltage source, for 
electrosurgically cutting out tissue in the area around the distal opening of the hollow 
body, characterized in that the cutting element can be extended from or pivoted out of 
the hollow body transversely with respect to the longitudinal axis of the hollow body 
and is then displaceable outside the hollow body along the hollow body. 

4. ) Further, prior to March 3, 1998, 1 conceived of and reduced to practice a surgical 
hollow probe for minimally invasive tissue removal, comprising an elongate hollow 
body, an opening in the region of the distal end of the hollow body for receiving tissue, 
and an electrically conductive ring-shaped or loop-shaped cutting element which can be 
extended from the hollow body and which can be applied to an HF-voltage source, for 
electrosurgically cutting out tissue in the area around the distal opening of tiie hollow 
body, characterized in that the cutting element can be extended from or pivoted out of 
the hollow body transversely with respect to the longitudinal axis of the hoUow body 
and is then displaceable outside the hollow body along the hollow body, wherein the 
cutting element can be extended or pivoted out of the hollow body in a plane which 
extends transversely with respect to the longitudinal axis of the hollow body and is 
displaceable in parallel relationship with the longitudinal axis of the hollow body. 
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5. ) Still further, prior to March 3, 1998, 1 conceived of and reduced to practice a 
surgical hollow probe for minimally invasive tissue removal, comprising an elongate 
hollow body, an opening in the region of the distal end of tfie hollow body for receiving 
tissue, and an electrically conductive ring-shaped or loop-shaped cutting element which 
can be extended from the hollow body and which can be applied to an HF- voltage 
source, for electrosurgically cutting out tissue in the area aroimd the distal opening of 
tiie hollow body, characterized in that the cutting element can be extended from or 
pivoted out of the hollow body transversely with respect to the longitudinal axis of the 
hollow body and is tiien displaceable outside the hollow body along the hollow body, 
wherein the distal opening extends in the longitudinal direction of the hollow body 
along the path of displacement travel of the cutting element 

6. ) My conception and reduction to practice of the invention as described above in 
Paragraphs 3-5 are documented in contemporaneous notes in my laboratory notebooks. 
Exhibit A to this Declaration is a page dated December 19, 1998 on which I have drawn 
by hand and annotated in my handwriting a device having the properties described 
above in Paragraphs 3-5 and in pending claims 1-3. Exhibit B to this Declaration is a 
page dated January 5, 1998 showing photocopies of four photographs of a prototype of 
a device having the properties described above in Paragraphs 3-5 and in pending claims 
1-3. Exhibit C, dated February 27, 1998, shows additional view of the device drawn by 
my hand and annotated in my handwriting. I respectfully submit that these pages 
evidence conception at least as early as December 19, 1998 and reduction to practice at 
least as early as January 5, 1998. Therefore, I completed the invention prior to 
Burbank's earliest priority date of March 3, 1998. My conception and reduction to 
practice occurred in Germany, a WTO member coxmtry. 

7. ) I declare further that all statements made herein of my own knowledge are true 
and that all statements mode on information and belief are believed to be true; and 



further, that the statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisoiraient, or both, imder Section 
1001 of Title 18 of the Uiuted States Code, and ttiat such willful false statements may 
jeopardize the validity of the application or any patents issuing thereon. 



Dated: September^^ 2004 By: ^ <3tXec^<^^ 

Kai Desinger, PhD 
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